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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C § 133) 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to connnnunication(s) filed on 26 April 2002 . 
2a)|EI This action is FINAL. 2b)n This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 
Disposition of Claims 

4) 13 Claim(s) 1-23 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) |E1 Claim(s) f:23 is/are rejected. 
/)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
1 The proposed drawing correction filed on is: a)n approved b)n disapproved by the Examiner 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)nAII b)n Some*c)n None of; 

1. D Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3.0 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of .a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) / 

1 ) Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-1 52) 

3) Q Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) Q Other: 
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DETAILED ACTION 



RBlssue Applications 



A supplemental declaration to cover the amendment filed on 
4-26-02 must be submitted. 

Formal drawings will be required upon allowance of the 
application . 

Claims 1-23 are rejected under 35 U.S.C. 251 as being an 
improper recapture of broadened claimed subject matter 
surrendered in the application for the patent upon which the 
present reissue is based. See Hester Industries ^ Inc. v. Stein, 
Inc., 142 F.3d 1472, 46 USPQ2d 1641 (Fed. Cir, 1998); In re 
Clement, 131 F.3d 1464, 45 USPQ2d 1161 (Fed. Cir. 1997)/ Ball 
Corp. V. United States, 729 F.2d 1429, 1436, 221 USPQ 289, 295 
(Fed. Cir. 1984). A broadening aspect is present in the reissue 
which was not present in the application for patent. The record 
of the application for the patent shows that the broadening 
aspect (in the reissue) relates to subject matter that applicant 
previously surrendered during the prosecution of the 
application. Accordingly, the narrow scope of the claims in the 
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patent was not an error within the meaning of 35 U.S.C. 251, and 
the broader scope surrendered in the application for the patent 
cannot be recaptured by the filing of the present reissue 
application . 

Recapture exists because of the method claims. Method 
claims were present in the originally filed application and were 
cancelled in response to an Office action. 

Claims 8 through 23 rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point 
out and distinctly claim the subject matter which applicant 
regards as the invention. Use of the phrase "capable of" does 
not particularly point out and distinctly claim the limitations 
that constitute the claims. Positive recitations are required, 
not permissive or relative terminology such as: may, like, 
capable of, etc. 

Claims 8 through 17 are rejected under 35 U.S.C. 112, first 
paragraph, because the specification, while being enabling for 
the soft count supervisor comprising a computer that ''provides 
spread sheet type accounting of notes and coupons", see col. 
3:36-37, which can be reasonably interpreted as a computer that 
interrogates and extracts data from the non-volatile storage 
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memory of the storage mechanism and providing spread sheet data 
manipulation of the extracted data, the specification does not 
reasonably provide enablement for ''a computer capable of 
interrogating and extracting the information from the non- 
volatile storage memory of the storage mechanism and providing 
spread sheet data manipulation of the extracted information'' . 
The specification does not enable any person skilled in the art 
to which it pertains, or with which it is most nearly connected, 
to make and use the invention commensurate in scope with these 
claims . 

Claims 18 through 23 are rejected under 35 U.S.C. 112, 
first paragraph, because the specification, while being enabling 
for the soft count supervisor comprising a computer that 
"provides spread sheet type accounting of notes and coupons", 
see col. 3:36-37, does not reasonably provide enablement for the 
soft count supervisor including a computer capable of producing 
spread sheet data. The specification does not enable any person 
skilled in the art to which it pertains, or with which it is 
most nearly connected, to make or use the invention commensurate 
in scope with these claims. 

The claimed recitation of the "'soft count supervisor 
including a computer capable of producing spread sheet data" can 
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be interpreted by one of ordinary in the art as a general 
computer with general spreadsheet application program, e.g. a 
Dell Dimension personal computer running the Microsoft Windows 
operating system with Microsoft Excel application program being 
run with Windows. A fair reading of the originally filed 
specification by one of ordinary skill in the art would give the 
understanding to one of ordinary skill in the art that the soft 
count supervisor is a specialty computer with specifically 
developed software that provides "spread sheet type accounting 
of notes and coupons." 

Applicant's arguments filed 4-26-02 have been fully 
considered but they are not persuasive. For a response to 
Applicants argument regarding recapture, see the MPEP § 1412.02. 
With respect to the 112, first paragraph, rejection of claim 18, 
the language of amended claim 18 cannot be considered consistent 
with what was originally disclosed in the specification. 

Claims 1 through 23 are not rejected under prior art at 
this time. 



The prior art made 
considered pertinent to 



of record and not relied 
applicant ' s disclosure . 



upon 



is 
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Applicant's amendment necessitated the new ground (s) of 
rejection presented in this Office action. Accordingly, THIS 
ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is 
reminded of the extension of time policy as set forth in 37 
CFR 1. 136 (a) . 

A shortened statutory period for reply to this final action 
is set to expire THREE MONTHS from the mailing date of this 
action. In the event a first reply is filed within TWO MONTHS 
of the mailing date of this final action and the advisory action 
is not mailed until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period will 
expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated 
from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than 
SIX MONTHS from the date of this final action . 



Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Michael 
O'Neill whose telephone number is 703-308-3484. The examiner 
can normally be reached on Monday through Thursday 9am to 5pm. 



# 
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If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Valencia Martin- 
Wallace can be reached on 703-308-1118. The fax phone numbers 
for the organization where this application or proceeding is 
assigned are 703-305-3579 for regular communications and 703- 
305-3579 for After Final communications. 

Any inquiry of a general nature or relating to the status 
of this application or proceeding should be directed to the 
receptionist whose telephone number is 703-308-1148. 

MON 

July 8, 2002 




MICHAEL O'NEILL 
PRIMARY EXAMINER 



